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INTRODUCTION
A.

PREAMBLE
The University exists with the dual purpose of furthering the educational
development of the individual, and furthering the intellectual progress of society as a
whole. The cooperative efforts of Faculty, Administrators, Students, and Staff are
directly responsible for the degree of success the University will attain in achieving
these goals. Many, perhaps most, of the faculty are engaged in either research or in
other creative intellectual endeavors. It is the goal of the University to encourage and
foster this type of activity. It is increasingly evident that some of these endeavors may
have the potential for financial gain through, for example, patents and copyrights. It is
imperative, therefore, that the University have a policy which clearly delineates the
rights and obligations of both the individual and the University as a whole. The
Intellectual Property Policy recognizes the result of such creativity and the potential
to increase its and the inventor's/creator's base of financial security. The individual, in
turn, benefits from the continued existence of the University through his/her salary
and the facilities and resources which are provided to him/her. It is in this spirit of
mutual cooperation that the following document has been prepared.
In return for the University's continuing to provide the opportunities for creative
endeavor, all faculty, students and staff shall be subject to the Intellectual Property
Policy. As a further indication of good intent, the University may also choose,
pursuant to the Policy (upon the advice of qualified professionals), to assist in the
process of attaining a patent or copyright, or yield any interest of the University to the
inventor/creator.

B.

INTRODUCTION
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As a general proposition, the term "intellectual property" includes inventions, ideas,
trade secrets, writings, names and symbols and combinations thereof, which, because
of their characteristics, are governed and protected by the body of law of intellectual
property.
The law of intellectual property includes the law of patents, copyrights, trade secrets
and know-hows, trademarks and trade names.
This policy consists of three divisions. The first division addresses the different areas
of intellectual property (patent, trade secrets, copyright, trademarks) hereinafter set
forth. The second division establishes an Intellectual Property Committee. The third
division addresses licensing, management, and marketing of intellectual properties.
The various sections of the Intellectual Property Policy are intended to be construed
together in order to give appropriate emphasis to the multiple nature of protection
available to some forms of intellectual properties.
The University environment fosters the creative energies of its faculty, students and
staff in a variety of ways, including sponsored research, assistance in contract and
grant proposal preparation, for research release time, laboratory and computer
facilities, and other learning resource support. The Intellectual Property Policy
provides a process and procedure to promote the dissemination of knowledge while
protecting potential sources of revenue for the University and the inventor/creator.
The Intellectual Property Policy is based on a cooperative relationship between the
University and its various constituencies. Disclosure or notice of inventions and
creations, the subject of this Policy, is fundamental to the success of the Policy and
provides an opportunity to the Intellectual Property Committee for resolution of
potential difficulties in the early stages of the development of intellectual properties.
The Intellectual Property Committee has the overall responsibility for monitoring the
effectiveness of this policy and recommending to the Board of Trustees, through the
University administration, any amendments or changes to this policy which in the
opinion of the Committee would serve to advance the dissemination and distribution
of knowledge. Such recommendations must take into account (1) the value that
development and commercialization contributes to the sharing of knowledge, (2) the
effect the amendment will have on management of University assets, and (3) the
protection of the University and the intellectual rights of faculty, students, staff, and
the effect on the University itself (including, but not limited to, effects on University
curriculum, programs, budgets and assets).
The University reserves the right to alter or amend the Intellectual Property Policy of
the University from time to time in order to better carry out the mission of the
University. Individuals desiring to obtain the current language of the Intellectual
Property Policy should consult the Office of the Provost or of the Dean of Research
and Graduate Studies to be sure they are obtaining the Intellectual Property Policy
currently in force.
C.

DEFINITIONS
1. PATENTS: All kinds of inventions which are original, of first inventorship,
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novel, and "non-obvious" may be protected by a patent. A patent is a government
grant made upon full written disclosure of the details of an invention and in
compliance with other conditions, and permitting its recipient (owner) to exclude
others for a term of years from making, using, or selling the patented subject matter,
except in those instances where the owner grants a license.
2. COPYRIGHTS: The law of copyright grants protection to the authors of literary,
musical, artistic, dramatic, and other kinds of intellectual works.
3. TRADE SECRETS: The law of trade secrets and know-hows covers any of an
amorphous body of information, typically of an engineering or business nature,
intended by its holder to be maintained in secret, and which is not in the public
domain.
4. TRADEMARKS: The law of trademark protects any work name, symbol, or
device or combination thereof adopted and used by a manufacturer or merchant to
identify his goods, and to distinguish them from those manufactured or sold by
others.
II:

INTELLECTUAL PROPERTY
A.

PATENTS
1.

OBJECTIVES
a. The basic aim of the patent policy of the University is to promote and
facilitate the progress of science and the useful arts. The University does not
encourage a policy of pursuing studies or investigations for purely commercial
purposes. However, the University does encourage research and the publication
of knowledge gained through research. The University further recognizes that
the research of its faculty, staff, and students may lead to inventions and
discoveries that should be patented for one of the following reasons:
(1) To protect the intellectual property, including inventions and
discoveries, of University faculty, students and staff.
(2)

To protect the public interest.

(3) To fulfill the terms of a research contract with a sponsoring
agency. To promote the development of "useful articles and
processes" that, because of the high costs involved, might not be
developed without patent protection.
(4) To encourage invention and ensure adequate rewards for the
inventors.
(5)
To increase University financial support of research by
means of internal allocation of the University's share of income
derived from inventions.
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The patent policy of the University is intended to be consistent with these
principles and purposes.
b. Patents provide a means toward the development and utilization of
discoveries and inventions. University patent policy has been established to
ensure that those inventions in which it has an equity interest will be utilized in
a manner consistent with 1.a.(1)-(6). above. The University is also aware of the
value of patents in directing attention to effective individual accomplishments
in science and engineering.
c. The University believes that where possible it would make inventions
resulting from University research available to industry and the public on a
reasonable and effective basis, and at the same time provide appropriate
recognition and incentive to inventors.
2.

INVENTIONS/OWNERSHIP
a. The University believes that the objectives of this Policy will best be
attained by defining the ownership and disposition of inventions in terms of
the categories summarized below:

z
{

Inventions that are subject to the terms of a sponsored research or other
agreement between the University and a third party. Inventions subject to the
terms of a sponsored research or other agreement and that are disposed of in
accordance with the terms of the applicable agreement. These are later called
Category A inventions.

{

Inventions involving the significant use of funds, space, or facilities
administered by the University, but without any University obligations to
others in connection with such support. These are later called Category B.
inventions.

{

Inventions not involving the significant use of funds, space, or facilities
administered by the University.
(1)

Government-Sponsored Programs
(a)

Grants and Contracts
The government reserves a royalty-free
license for government use on the
understanding that the University will
seek patent protections and exercise such
other rights as the University may deem
in its best interest.
(b) Other Government Rights
In addition, the Federal government may
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acquire rights to Inventions which are in
the field of a Federally sponsored
program of research in which the inventor
has participated or which involve the use
of research equipment or other laboratory
facilities, materials or services which are
maintained by or derive support from the
Federal Government. Such an invention
should be discussed with the Intellectual
Property Committee and, if it is not clear
into which category the invention falls,
should be disclosed as outlined under
"Procedures."
(2)

Other Sponsored Research
Contracts with industrial sponsors usually provide that
the University acquires full patent rights with a license
to the sponsor. Under exceptional circumstances,
however, the sponsor may acquire such rights, subject
to a license to the University. Grants from industrial
sponsors, as well as grants from private foundations,
should not have patent restrictions.

b.
Inventions involving the significant use of funds, space, or facilities
administered by the University, but without any University obligations to
others in connection with such support, are the property of the University
(1)

Faculty and Staff
The University will exercise its rights in such
inventions by members of the faculty and staff in
whatever manner will best further the University's
basic aims, giving full consideration to making the
invention available to industry and the public on a
reasonable and effective basis, avoiding unnecessary
exclusion of any qualified manufacturer from the use
of the inventions and providing adequate recognition
to inventors. When in such cases the University
undertakes patenting and commercial development
and exploitation, the gross royalties for such
inventions will be divided between the inventor and
the University as provided in "Patent Royalties",
Section 4, of this policy.
Any individual with emeritus standing is considered to
be subject to the conditions of this patent policy as
long as that individual is actively associated with the
University or is utilizing University facilities.
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(2)

Students
Student participation with faculty either as a result of
course assignments or as research assistants, or student
use of University equipment subjects the students to
the same restrictions as set forth above for faculty and
staff. If an invention in this category is by a student
without the benefit of faculty participation or use of
University equipment, the University will waive its
rights, and the invention will be the exclusive property
of the student, provided the student's rights in the
invention are not altered by the terms of any financial
aid received, including scholarships, fellowships,
traineeships, thesis expenses, or other assistance,
whether or not administered by the University, and
provided the student does not subject the inventions to
government rights in the manner described under
"Other Government Rights" in the preceding section.
Staff members who are also part-time students shall be
considered staff members insofar as disposition of
patentable inventions is concerned.

(3)

Others
Any employee or student of the University shall have
the right to present before the Intellectual Property
Committee any unusual or extenuating circumstances
involving any individual rights to a particular
invention.

c. Inventions not involving the significant use of funds, space, or facilities
administered by the University (as may be determined by the President upon
recommendation of the Intellectual Property Committee to the Provost) are
wholly the property of the inventor.
(1) The University will not construe the payment of salary from
unrestricted funds or the provision of office or library facilities as
constituting significant use of University funds, space, or facilities.
(2)
If the invention relates to any University program of
sponsored research in which the inventor has participated, he/she
should review the circumstances with the Intellectual Property
Committee. If there is uncertainty into which category the
invention falls, the inventor should disclose the invention as
outlined under "PROCEDURES," section 3.
(3) Faculty and staff members or students whose inventions fall
within this category and are, therefore, their exclusive property,
may avail themselves of the opportunity to submit the invention to
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the University for obtaining a patent and for its commercial
exploitation and management under terms to be agreed upon
between the inventor and the University.
d. The Intellectual Property Committee, with the aid of such advice as they
may seek, shall determine whether the invention falls into one of the following
classifications and shall recommend to the University that the distribution of
equities be as follows:
(1) When the discovery is made wholly at the expense of the
individual without the use of University facilities and outside the
field of the individual's normal employment, the results of such
research are the private property of the investigator.
(2)
When a discovery is made partly at the expense of the
individual, but with the use of significant University resources or
in the normal field of the individual's employment, the procedure
shall be the same as that for investigations wholly financed by the
University.
(3)
If not properly addressed in a consulting agreement, a
discovery made by an individual acting as a consultant may
unnecessarily complicate the rights of the University, the
employee, and the sponsor. Consulting agreements involving
patent obligations of an employee should be approved by the
University.
e.
If the inventor so desires, inventions or discoveries made on a staff
member's personal time and utilizing his own facilities and materials may be
assigned to the University for administration on behalf of the University. Under
this arrangement, the procedures will be the same as described herein
pertaining to inventions or discoveries made by a member of the University
staff on University time with the use of University facilities and materials.
f. Persons not associated with the University may come to the University
with a patentable item which may be to the benefit of the public, but which
needs further development and refinement before its advantages may be fully
realized. Where such inventions fit into the research program of the University
and where personnel of the University, upon administrative approval, become
associated with its continued development, the inventions may be assigned to
the joint ownership of the inventor and University. The procedure will be the
same as for work done by employees on University time; however, the division
of royalties shall be in accordance with an agreement made with the original
inventor at the time of assignments.
g. Members of the faculty shall be free to make their own agreements with
respect to patent rights arising out of consulting contracts for services outside
the University (subject to d.3 above), and these shall be governed solely by the
mutual understanding of the parties thereto. The Dean of the appropriate school
or the Provost shall be notified of all patents attributable to such agreements by
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the researcher involved.
h. In the event that an invention shall be deemed to be the result of an
identifiable contribution leading to a claim by two or more inventors, whether
they be staff members, employees, or students, and agreement is to be reached
between the inventors specifying the distribution of royalties which would
normally be paid to a single inventor, the following shall apply:
When any question is raised as to ownership of an invention or patent under
this policy, the matter shall be referred to the Intellectual Property Committee.
In order to avoid conflicting claims, it is important that persons claiming an
interest in any invention, whether such claim is made in their own right or on
behalf of the University or some division of the University, make their claim
known to the Intellectual Property Committee at the earliest date practicable.
The Committee shall make a careful investigation of the circumstance under
which the invention was made and shall transmit its findings and conclusions to
the President for review. If the Committee determines that the invention has
been made without the use of University facilities or not in the course of the
inventor's employment by or for the University, and the President, after due
consultation with the Provost, concurs in such determination, the University
will assert no claim to the invention or to any patent obtained thereon.
3.

PROCEDURES
a.

Supplementary Patent Agreements
(1) All University faculty and staff, whose job duties include
research or direct support of research, writing, or other creative
activities, shall be informed of the policies and procedures which
shall govern the terms and conditions of their employment with the
University, shall be supplied with a copy of this Policy, and shall
be provided at the time an opportunity to discuss the Policy and its
meaning with a representative of the Provost's Office.
(2) Employees subject to this Policy are expected to execute
promptly all contracts, assignments, waivers or other legal
documents necessary to vest in the University or its assignees any
and all rights to inventions or patents whenever such action is
required in order to carry out the provisions of this Patent Policy.

b.

Notification of Possible Invention
Prior to submission for publication of the discovery or invention, it
shall be the responsibility of the individual employee and/or the
principal investigator of any research project to notify the
Intellectual Property Committee in writing, including a disclosure
of any discovery or invention involving probable patentable
features resulting from research or invention under the
employee's/investigator's direction. Such notification shall be
transmitted through the Dean of Research. (Hereafter the title Dean
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of Research is used for the university administrator who is
responsible for research policy on behalf of the Provost.)
c.

Committee Action
After careful consideration and on the advice of counsel, if desired,
the Intellectual Property Committee may recommend any one of
the following:
(1)
If the patent rights of the invention are subject to the terms
of a sponsor's contract or grant, the Committee shall recommend to
the University that the inventor be directed to comply with the
terms of the contract.
(2) Upon the written request of the person making a disclosure,
when in the opinion of the Committee the public's interest shall be
better served by publishing the disclosure or discovery than by
patenting it, the Committee may recommend that the invention or
discovery be released to the general public, and the Committee
may recommend to the President that the person making the
disclosure be released to publish his findings.
(3) The Committee may decide to recommend the protection of
the invention by direct patent application or review of Research
Corporation Technologies or other similar organization with which
the University has an agreement. In either of these events, the
Committee shall recommend to the University that the invention be
turned over to the Dean of Research and the Office of Legal
Affairs for prosecution of the patent or transmittal to Research
Corporation Technologies. (The Dean of Research and the Office
of Legal Affairs shall, after considering the circumstances of each
case presented to it for prosecution, determine the most reasonable
course to pursue it, e.g.,outside patent attorneys or pursuit of a
licensee to pay for and obtain patent protection.)
(4)
The Committee may after careful review find that the
University has no further interest in the invention and may
recommend to the University that the disposition of the invention
be referred to the inventor.
(5) The Intellectual Property Committee may consult with the
faculty, staff, and students on patent questions or on specific
inventions or discoveries.
(6) If the Intellectual Property Committee fails to take action on
a disclosure within a period of three months after receiving such a
disclosure proposal, including all the information needed by the
Committee for taking such action, the inventor shall be free to
dispose of the disclosure as the inventor sees fit.
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d.

University Action
Upon the action of the Intellectual Property Committee the Dean of
Research shall proceed with due diligence to take such action as
deemed prudent (including returning the matter to the Committee
for further study), taking into consideration the recommendation of
the Committee as well as other pertinent facts and circumstances.
The Dean of Research shall promptly communicate all findings,
recommendations, and decisions in writing to all interested parties.

4.

PATENT ROYALTIES
With respect to Category A inventions (those subject to the terms of a
sponsored-research or other agreement) and Category B inventions (those
involving the significant use of University resources but without obligations to
third parties), the University will normally distribute any gross royalties to
which the University is entitled and receives as follows:
a. All direct expenses associated with patenting, protecting and preserving patent
rights, maintaining patent, the licensing of patent and related property rights, and such
other costs, taxes or reimbursements as may be necessary by law will be covered
before any distribution of royalties.
b. The remaining (net) amount will be distributed as follows:

$0-100K

$100-500K

Above
$500K

40%
60%
10%
20%

35%
65%
10%
25%

30%
70%
10%
30%

20%
or School originating patent/copyright(5)
Inventor(s) responsible for patent/copyright(6) 10%

20%

20%

10%

10%

Inventor(s) as personal property
University:
Recovery of Overhead
Office of the Dean of Research
Office of the Dean of the College

Notes:
(1) "Net royalty" refers to accumulated net royalty per patented or licensed invention.
(2) Patent filing costs are paid initially by the Dean of Research out of funds derived from royalty
distribution.
(3) Royalty distribution funds received by the Dean of Research will be set aside for the initial payment
of patent costs and for the furtherance of research at SMU. The Dean of Research shall use these funds
in consultation with the President and the Provost.
(4) It is assumed that when two or more inventors are responsible for the invention, an agreement has
been reached among them on the distribution of inventors' share of the royalty (see Policy I.A.2.h). In
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the absence of such an agreement, inventors' share of the royalty will be distributed equally among the
inventors.
(5) If the inventor(s) is(are) a staff member(s) not belonging to the College or the Schools, this share of
the royalty will go to the Office of the corresponding Vice President.
(6) Inventor's(s') share of University royalty will go toward institutionally approved expenditures for the
inventor's(s') laboratory, if applicable, and/or professional growth.
5.

INVENTION AGREEMENTS
The policies set forth above constitute an understanding which is binding on
University faculty and staff, students, and others, as mentioned above, as a
condition of their participating in University research programs involving
significant use of funds, space, or facilities of the University. Where the
University may have an obligation to assign rights in inventions to a sponsor,
or may itself acquire rights under this policy, a formal invention agreement is
required.

6.

CONSULTING AGREEMENTS
Any faculty or staff member who is engaged in consulting work or in business
is responsible for ensuring that clauses in his/her agreements are not in conflict
with the patent policies of the University or with University existing
commitments. The University's Office of Legal Affairs will, upon request,
provide assistance in this respect.

7.

DISPUTES
Disputes on patent matters, including the interpretation of this Patent Policy,
which are not subject to resolution as provided in 3.c. above, shall be submitted
to the Committee for consideration. Upon presentation of all matters in dispute,
the Committee shall submit through the Provost to the President, in writing, its
findings and recommendations.
The President shall review all of the materials, consult with the Provost and the
Committee as necessary, and take action on this matter within a period of eight
weeks after receiving these materials. The President shall communicate his/her
decision to all interested parties in writing in a timely fashion. The decision of
the President shall be final and shall be reviewed by the Board of Trustees only
for abuse of discretion.

B.

COPYRIGHTS
1. OBJECTIVES
a. To enable the University to foster the free and creative expression and
exchange of ideas and comment;
b.

To preserve traditional University practices and privileges with respect to
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the publication of scholarly works;
c. To establish principles and procedures for sharing income derived from
copyrightable material produced with the significant use of University funds,
space or facilities; and
d.
2.

To protect the University's assets and imprimatur.

OWNERSHIP
Copyright is the ownership and control of intellectual property in original
works of authorship that are subject to copyright law. It is the policy of the
University that all rights in copyright shall remain with the creator with the
following exceptions: unless the work is 1) a "work made for hire" (and
copyright vests in the University under copyright law), 2) a student project for
which significant financial support was provided and for which the student has
agreed to assign the copyright until such support has been repaid, 3) a work
directly and specifically commissioned by the University for which the
University provided substantial support and compensation and required an
agreement to assign the copyright and 4) institutional works.
a. Books, Articles, and Similar Works: In keeping with academic tradition,
ownership and copyrights of books, articles and such similar works as musical
compositions, choreography, paintings, videos and films created by faculty,
students, and staff, including those works resulting from scholarly research,
study, and creative academic activity, remain the sole property of the faculty,
student, and staff creators. Such works include those of students created in the
course of their education, including but not limited to compositions,
choreography, paintings, film and video productions. The University does not
claim ownership of such works, nor does the University consider provisions of
library facilities, equipment, space, or normal coursework materials to
constitute significant support.
b.

The following constitute the sole exemptions to this copyright policy:
(1) Student Projects. When the University provides significant
financial support beyond the provision of normal coursework
materials, equipment, space and faculty supervision for an
individual or group student project completed as part of a regularly
scheduled course, as an independent study project under the
supervision of the University faculty, or as part of a thesis or
dissertation, in the event that the work does not constitute a work
for hire under the Copyright Act, the University may require the
student or student authors to agree to assign the copyright to the
University until such time as the University funds invested in the
project have been recouped. At that time, the University will assign
the copyright back to the student authors. The student authors will
be entitled to a license to use the project (including film or
videotape) for any non-income producing purpose during the time
that the copyright is assigned to the University. The question of
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whether the University has provided significant financial support
shall be determined by the Intellectual Property Committee.
(2) Commissioned Works. The creators shall retain ownership of
works the University specifically and directly commissions
faculty, staff, students or non-employees to create and for which
specific project the University provides substantial support and
compensation to the creator unless the work qualifies as work for
hire under the Copyright Act in which case copyright vests in the
University. As a condition for the provision of such substantial
support and compensation, the University may require the creator
to agree in writing to assign ownership of the copyright to the
University. If the University does not require the assignment of the
copyright in such a work, the creator shall repay the University the
amount provided in support as a proportion of royalties received if
the work is exploited by the creator commercially for a profit. For
purposes of this paragraph, the question of whether the University
has provided substantial support and compensation shall be
determined by the Intellectual Property Committee.
(3)
Institutional Work. The University normally shall retain
ownership of works created as institutional rather than personal
(including group) efforts -- that is, works created for University
purposes in the course of the creator's normal daily employment
responsibilities. For example, the copyright for work assigned to
the University employed computer analysts in "work for hire" as
defined by law would be retained by the University.
(a) Permission. Requests to videotape, broadcast, or
televise classroom instruction, laboratory instruction,
or other University sponsored instruction for
commercial purposes or purposes other than
University classroom educational activities must be
approved in advance by the instructor and responsible
academic dean who is responsible for resolving, in
conjunction with the Provost, any questions
concerning copyright issues involved in such taping.
(b) Contractual Obligations of the University. The
University in all events shall have the right to perform
its obligations with respect to copyrightable works,
data, prototypes and other intellectual property under
any contract, grant, or other arrangement with third
parties, including sponsored research agreements,
license agreements and the like.
3.

ADMINISTRATION OF POLICY
a.

Determinations of Ownership and Policy in Unclear Cases:
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Questions of ownership or other matters pertaining to materials
covered by the Copyright Policy shall be presented to the
Intellectual Property Committee for a written recommendation to
the University. An example of questions of ownership and policy
that should be submitted to the Committee: To whom does an
algorithm belong, and what protection(s) for it should be sought.
(An algorithm is capable of being reproduced in printed form, but
is most frequently software used in a software form.)
b.

Income Sharing
(1)

Proprietary Protection.
The University seeks the most effective means of
technology transfer for public use and benefit. As a
part of its review of a disclosure, the Intellectual
Property Committee should consider the type of
protection applicable to any intellectual property
disclosed to the Committee, and should recommend to
the University the form of protection for the
intellectual property, the subject of this disclosure.

(2)

Royalty Distribution.
If patent protection is being sought, distribution of
royalties will be handled in accordance with section
I.A.4. of this Policy. If copyright protection is
claimed, royalties will normally be allocated based on
the distribution formula given under I.A.4.b.
Exceptions to the formula maybe negotiated
depending on the expenditures incurred by the
university.

(3)

Assignments.
No assignment, license, or other agreement may be
entered with respect to copyrighted works owned by
the University except by an official specifically
authorized to do so.
Questions regarding licensing and royalty-sharing
should be addressed to the Office of the Provost, the
Office of the Dean of Research, the Office of Business
and Finance, or the Office of Legal Affairs.

c.

Use of the University Name in Copyright Notices
The following notice on University-owned materials will protect
the copyright: Copyright [year] Southern Methodist University.
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No other institutional or departmental name is to be used in the
copyright notice, although the name and address of the department
to which readers can direct inquiries may be listed below the
copyright notice. The date in the notice should be the year in which
the work is first published, i.e., distributed to the public or any
sizable audience.
Additionally, works should be registered with the United States
Copyright Office using its official forms. Forms may be obtained
through the Office of Legal Affairs, to which questions concerning
copyright notices and registration also may be addressed.
d.

Copyright Agreement.
In the event that it becomes necessary in order to comply with the
terms of grants or contracts to establish record title in the
University, the University may require faculty, staff, students,
visiting scholars and/or other research and creative participants to
waive their copyright interest or demonstrate their non-ownership
in a given project.

e.

Copying of Works Owned by Others.
Members of the University community are cautioned to observe
the rights of other copyright owners. Policies regarding copying
for library purposes may be obtained from the reference desk of
each library. Contact the Office of Legal Affairs for University
policies pertaining to copying for classroom use. Questions should
be addressed to the Office of Legal Affairs.

f.

Sponsored Agreement.
Contracts and grants frequently contain complex provisions
relating to copyright, rights in data, royalties, publication and
various categories of material including proprietary data, computer
software licenses, etc. Questions regarding the specific terms and
conditions of individual contracts and grants, or regarding rules,
regulations and statutes applicable to the various government
agencies, should be addressed to the Office of Research
Administration or the Office of Legal Affairs.

C.

TECHNOLOGY MEDIATED INSTRUCTION
This policy is designed to address intellectual property issues concerning Technology
Mediated Instruction. It is defined as instructional activities that use technological
innovation in development and the delivery of course content to students in a traditional
setting or through distance education. It does not cover instances when the university
negotiates on behalf of the faculty member to commercialize a property. In such cases, the
financial arrangement between the institution and the faculty member(s) will normally be
based on Patent Royalty Allocation Formula described in Section II.A.4 of this Policy.
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1. OWNERSHIP
SMU vests the ownership of the copyright in Technology Mediated Instruction
in the faculty member just as it has customarily done with traditional academic
works unless it qualifies as Institutional Work as described under II.B.2.b(3).
Patents are vested with SMU on the same terms previously governing patents.
a. The copyright for Technology Mediated Instruction Materials that a
faculty member creates on his or her own initiative in the course of
fulfilling teaching duties will be owned by the faculty member. The
faculty member also retains the right to update, edit, or otherwise review
materials. Faculty members shall receive all royalties that may accrue
from the commercialization of materials they have created on their own
initiative.
(i) The faculty member retains his or her ownership of a
copyright for Technology Mediated Instruction Materials that are
published and distributed by SMU.
(ii) If the faculty member leaves SMU, the University may be
granted a non-exclusive, royalty-free license to continue to use the
work within the original scope for its instructional purposes, but
shall not otherwise commercialize the work. Exceptions are noted
under Institutional Rights.
b. In such cases as SMU expressly commissions or contracts in writing a course or
program of study ("Institutional Works"), the copyright will be owned by SMU
unless expressly released to the faculty member(s). Typically, works created by nonfaculty within the scope of their employment at SMU or a faculty member who is
required to create such courses as a condition of his or her employment will be owned
by SMU. Updates, edits or revisions are made at the discretion of the institution that
may also select the personnel to complete such tasks. The term faculty includes both
full-time and part-time faculty.
c. The copyright for works created in partnership by faculty and SMU (as in cases
of faculty collaboration with a person who works for hire) will be jointly held,
provided that the second party has contributed original material. In accordance with
AAUP guidelines, editing on-line courses or the provision of marketing services does
not constitute ownership rights for the institution. The joint ownership of the
copyright must be agreed to in advance of publication by both parties in writing and
include consideration of who holds the rights to revision and derivative works.
d. In cases when substantial SMU resources are used through institutional grants or
contracts to develop commercially viable materials, the faculty member will retain the
copyright. However, the faculty author may be required to share royalties for a period
of time to recoup the University's investment. Such arrangements will be evaluated on
a case by case basis but shall be limited to no more than 10% of the royalty each year
the contract is in force unless there has been an agreement with SMU prior to the
assignment of resources. The determination of "substantial institutional resources"
shall be made by the Intellectual Property Committee

http://smu.edu/policy/S12/ipnew.html

7/21/2009

patent

Page 18 of 24

2.

INSTITUTIONAL RIGHTS
SMU shall retain the rights:
a. to control whether the institution's name or logo is displayed in association with
any work;
b. to require appropriate acknowledgement of institutional support in the creation of
the work; and
c. to reproduce institutional Works for uses directly related to advancing the
mission or maintaining the culture of the University.
One should consult with the Office of Legal Affairs for information on the
retention of these rights.

D.

TRADE SECRETS
"Trade secret" is a legal term referring to any information or knowledge,
whether or not patentable or copyrightable, which is not generally known or
accessible, and which gives a competitive advantage to its owner. Trade secrets
are proprietary information.
1.

OBJECTIVES
A trade secret may be a valuable proprietary right helpful in
manufacturing or other processes. Making such knowledge widely
known destroys its value as a competitive advantage. To the extent
possible and consistent with the University's objectives, as stated
in the Introduction, such knowledge should be protected.

2.

DISCLOSURE AND PROTECTION
Any University employee with intellectual property falling into the
trade secrets category should contact the Office of Legal Affairs
for assistance in determining what form of disclosure and
protection of the trade secret should be sought. Often, the only
protection available for a trade secret will be contractual
obligations of confidentiality.

3.

ADMINISTRATION
Under normal circumstances, the process for internal consideration
of intellectual property in the trade secret category will be the same
as set forth in the Patent Policy, e.g., disclosure, determination of
ownership, and division of proceeds resulting from the licensing.

E.

TRADE AND SERVICE MARKS
Trade or service marks relating to goods or services distributed by the
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University shall be owned by the University. Examples include names and
symbols uses in conjunction with computer programs or University activities
and events. Consult the Office of Legal Affairs for information about
registration, protection, and use of marks.
III.

INTELLECTUAL PROPERTY COMMITTEE
A.

ORGANIZATION OF COMMITTEE.
1. The Provost of the University shall establish a standing Committee on
Intellectual Property consisting of nine faculty members and three ex-officio
members on the recommendation of the Dean of Research. The Dean of
Research shall make recommendations following consultations with the Faculty
Senate and the Deans of appropriate schools. The ex-officio members shall be:
the Dean of Research, the Director of Research Administration and a Legal
Counsel designated by the Vice President for Legal Affairs. The appointment
of the nine faculty members to this Committee shall be for a term of three years
each, and appointments shall be so arranged that three members of the
Committee end their terms as Committee members each year. Faculty may not
be appointed to serve more than two consecutive terms.
The Chair of the Committee shall be elected annually from the Committee
membership. No Chair may serve more than three consecutive terms as Chair.
Upon the creation of any vacancy on the Committee, on recommendation from
the Dean of Research, the Provost shall appoint a replacement from the faculty
to serve the remainder of the unexpired term of the faculty member vacating
the position. The function of this Committee is one of review and of making
recommendations to the Provost (The Provost may delegate this role to the
Dean of Research) and, if appropriate, also making recommendations to the
President for action to be taken in the best interests of the University, taking
into account the interest of the inventor/creator and the creation of knowledge.
The inventor/creator and/or a representative designated by him/her shall be
entitled to be heard at the Committee meeting when the Committee is
considering his/her particular invention or case. The Committee shall be
entitled to deliberate any matter before it in Executive Session; however, a full
report of any recommendations or actions taken by the Committee will be made
in writing to the Provost (Dean of Research) and will be available for
examination by all faculty members and by other parties interested in specific
cases before the Committee. Notwithstanding the foregoing, the Committee
may recommend that all or a portion of this report be withheld from public
review in order to protect any matters of a proprietary nature.
Faculty members from science and engineering departments in the Committee,
along with the three ex-officio members, shall constitute the Patent
Subcommittee (hereafter called Patent Committee) of the Intellectual Property
Committee. Faculty members from disciplines other than science and
engineering (except computer science) in the Committee, along with the three
ex-officio members, shall constitute the Copyright Subcommittee (hereinafter
called the Copyright Committee) of the Intellectual Property Committee. The
Intellectual Property Committee delegates the responsibility of administering
the patent and copyright policy following procedures described in these
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paragraphs to the Patent and Copyright Committees, including making
recommendations directly to the Dean of Research, who shall represent the
interest of the University on behalf of the Provost. The Chair of the Intellectual
Property Committee shall chair one of the Committees by virtue of discipline.
The other Committee shall elect one of its members as Chair, following the
same procedures as above. Through the Dean of Research, the Patent and
Copyright Committees shall make annual reports of their deliberations to the
Intellectual Property Committee.
2. The Provost is hereby designated as the University Official responsible for
the administration of the Intellectual Property Policy. The Provost may delegate
this responsibility to the Dean of Research. All expenses or costs associated
with the administration of the Intellectual Property Policy shall be borne by the
Provost (Dean of Research) and shall be approved by the Dean or the Provost
prior to their being incurred.
The Dean of Research shall oversee the operation of the Intellectual Property
Committee and the Patent Committee for the conduct of their affairs. The Dean
of Research shall also keep the inventors informed of the status of the
disclosure at appropriate stages of the process in a timely fashion.
3.
The Intellectual Property Committee shall have the following
responsibilities pertaining to inventions:
a. Through its Patent Committee consider invention disclosures
and make recommendations to the Provost (Dean of Research) in
accordance with the following guidelines.
(1) Invention disclosures will be classified into three
types.
Type 1 Disclosure: The invention is
jointly created with person(s) in another
institution or industry. The other
institution or industry is willing to pay for
the entire cost of the patent process.
Type 2 Disclosure: The invention is
jointly created with person(s) in another
institution or industry. The patent cost
will be shared with the other institution or
industry.
Type 3 Disclosure: The invention is solely
created by person(s) in the employ of the
university.
(2) All invention disclosures are channeled through
the Dean of Research. The Dean of Research will help
the inventor (or the lead inventor, if there are co-
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inventors) in deciding to which class it belongs and
what actions to take.
(3)
In the case of Type 1 disclosure, the Legal
Office will prepare appropriate contracts between the
university and the other institution or industry with the
assistance of the inventor and the Dean of Research.
The Patent Committee shall be kept informed of the
status of disclosures.
(4)
Type 2 disclosures will be presented to the
Patent Committee for evaluation and recommendation.
When approved by the Dean of Research, the Legal
Office will prepare appropriate contracts between the
University and the other institution or industry with
assistance from the inventor and the Dean of
Research.
(5)
Type 3 disclosures will be presented to the
Patent Committee for evaluation and recommendation.
The Patent Committee shall make one of the following
recommendations: (1) The University should make
arrangements for processing the disclosure directly
through its patent attorneys: (2) The disclosure should
be referred to Research Corporation Technologies
(RCT) for processing on behalf of the university and
the inventor(s); and (3) The disclosure should be
returned to the inventor for the inventor's own
disposition. If approved by the Dean of Research,
appropriate action will be initiated by the Legal Office
for processing the disclosure.
(6) When a disclosure is referred to RCT, it will
complete its review within three months. If RCT
declines to pursue a patent for the invention, it is
presented to the Patent Committee for further
evaluation and to make a recommendation whether the
patent process should be pursued by the university or
its intellectual property rights should be released to the
inventor(s).
b. To determine, when necessary, whether intellectual properties
invented or created by a staff member or a student resulted from
research or work carried out in connection with a project supported
entirely or largely by University resources or whether it was a
product of personal research and made little or no use of
University resources.
c. To make recommendations in regard to exceptional patent or
other protection arrangements requested by outside sponsors.
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d. To act in an advisory capacity with regard to intellectual
properties assigned to the University.
e. In those cases in which the University has obtained a patent
without obligation to sponsors or Research Corporation
Technologies, and, if no arrangement has been made for
commercial development within a reasonable period from the date
of the issuance of the patent, the inventor(s) may request in writing
a return of the University's patent rights. Patent Committee will
either recommend the granting of the request or will recommend
that the University advise the inventor of the University's plans for
the development of the invention.
When the university decides not to maintain a patent, the inventor
(s) shall be given the opportunity to acquire its right with
appropriate compensation.
IV.

LICENSING, AND MANAGEMENT AND MARKETING
The Licensing and Marketing of Intellectual Property provides public use of new
knowledge as well as a source of revenue for the University and the inventor/creator. These
purposes are best served when a spirit of cooperation exists between the University and the
inventor/creator. The Licensing and Marketing of Intellectual Property are to be carried out
in this spirit of cooperation.
A.

LICENSING
The University recognizes in most instances that newly created intellectual
property is useful to the public only after or through development and/or
commercialization. The University, through the Office of Legal Affairs, the
Provost's Office, Office of Business and Finance, and after consultation with
the inventor(s), shall be responsible for negotiation of license agreements. The
following guidelines shall be applicable to license agreements with private
licensees:
1. All agreements shall restrict the rights granted to specifics and will define
projects. No entity shall be granted the exclusive right to the development or
commercialization of all intellectual property created at the University.
2.
Insofar as it is reasonably and economically feasible, all licenses for
specific and defined projects shall be non-exclusive.
3.
If a licensee is granted exclusive rights with respect to an item of
intellectual property, the agreement should provide that such rights will revert
to the University in the event the licensee fails diligently to develop and
commercialize the property within a reasonable time or the time specified in the
agreement.
4. A licensee should be required to reimburse the University for all expenses
incurred by the University in seeking or gaining legal protection of the item of
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intellectual property. In addition, licensees should be required to do those acts
necessary to continue the protection obtained by the University by prosecuting
a patent, or otherwise obtaining for the benefit of the University, protection of
the intellectual property, that is the subject of the license. The licensee should
be required to do all acts necessary for continued protection of the intellectual
property, including, but not limited to, conducting litigation.
5. The licensee should be required to defend and indemnify the University,
its Board, Officers and employees from all liability arising from the
development, marketing, or use of the intellectual property.
6.
The University should seek to preserve the rights, free of royalties,
necessary to permit research, teaching, and publication rights of the inventors
or creators of the intellectual property.
7. Upon a licensee's failure to develop and commercialize the intellectual
property pursuant to the conditions of the license, all rights granted shall revert
to the University, and, in addition, the licensee shall disclose to the University
any additional technology or know-how discovered by the licensee.
8. The licensee should be required to maintain confidentiality with regard to
any unpatented or otherwise unprotected technology, know-how, or created
intellectual property.
9. In cases where licensee may license or sublicense the intellectual property,
the subject of the license shall be required to share with the University 50% of
royalties and 50% of any equity position received or to which it may become
entitled as a result of said license or sublicense.
10. A licensee shall be required to comply with all applicable federal, state, and
local laws and regulations including, without limitation, those concerning
biological materials and necessary testing and approval by the United States
Food and Drug Administration.
11. Licenses shall contain such other provisions as may be determined to be in
the best interest of the University by the Offices of Legal Affairs and Business
and Finance.
B.

MANAGEMENT AND MARKETING
It is not uncommon for the creator, inventor and/or University personnel to have knowledge
and skills pertaining to the management and marketing of particular intellectual properties.
Nor is it uncommon for newly created technologies or processes to be the focus of newly
formed business entities for the purposes of developing and commercializing those
technologies or processes. It is therefore the policy of the University to seek to include in
any license of intellectual property the right of the University and/or the inventor/creator to
participate in the management of the development and commercialization of the intellectual
property. Further, in those licenses where an equity position may be available to the
University and/or inventor/creator either through the strength of the intellectual property,
nature of the license, or otherwise, the license should seek to provide an equity position so
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long as the obtaining of that equity position does not adversely impact the overall financial
return to the University and the inventor/creator.
The Offices of the Provost, Legal Affairs, and Business and Finance shall assist in the
marketing, development, and commercialization of the intellectual property of the
University. On a case by case basis, the Offices of Legal Affairs and Business and Finance
may utilize the services of intellectual property marketing agencies.
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_____________________________________________________________________
COPYRIGHT POLICY
It is the policy of the University to abide by the provisions of federal copyright law, including "fair use."
See generally 17 U.S.C. §101, et seq. and §107 specifically. Guidelines regarding copyright at SMU are
available from Central University Libraries. The brochure entitled Questions and Answers on Copyright
for the Campus Community from the Association of American Publishers is adopted by SMU.
Faculty may request the SMU Bookstore to develop course packs, and the SMU Bookstore will secure
the appropriate copyright clearances, as appropriate.
Any concerns with and/or alleged violations of the Digital Millennium Copyright Act (17 USC §101 et
seq. ed § 512 specifically) (online copyright infringement) should be reported to the Office of Legal
Affairs.
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